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overrule the rejection of claims 1 -9,1 9-24. 29-31 35 and 37 under 35 U.S.C. § 103 over 
Jonkers in view of Jaffa -et at 

Regarding the patentability of claim 2, the Examiner's Answer states, "One of 
ordinary -skill in the art would appreciate that the selection of an appropriate hardness of 
the applicator roller for the purposes of enhanced durability or resistance to wear of the 
applicator with a. given product or article;" Examiner's Answer, paragraph bridging 
pages 6 and 7. There is no teaching or suggestion in either Jonkers or Jaffe et. al or the 
combination thereof that the hardness of the Jonkers stencil is an important property to be 
optimized -let alone that is important to durability or resistance to wear of the Jonkers 
stencil (the motivation alleged in the Examiner's Answer). Therefore, the alleged 
motivation is not supported by the record. Moreover, nothing in either Jonkers or Jaffe ©t 
a!, teaches or suggests the specific hardness of no greater than about 55 Shore A, The 
skilled artisan thus would have no reason to modify the stencil of Jonkers to possess any 
particular hardness -let alone a durometer of no greater than about 55 Shore A.. The 
rejection of claim 2 under 35 LIS XI § 103 over jonkers in. view of Jaffa et al. thus is 
unwarranted and Appellants request that it he overruled. 

Regarding the Examiner's comments with respect to claim 8, which specifies that 
the- conveyor and the applicator are- configured to enable the applicator to apply a coating 
to the. edge face of a roll of tape disposed between the conveyor and the applicator, 
Appellants once again emphasize that there must be some motivation in Jonkers. or Jaffe 
et. al. or the combination thereof for modifying the apparatus of Jonkers to enable coating 
the edge face of a roll of tape. Nothing in the record, including the. Examiner's Answer, 
establishes- the requisite motivation. In particular, nothing in the record provides a reason 
as to why the skilled artisan would alter the apparatus- that allegedly results from the 
proposed combination of Jonkers and Jaffe et al. so as to enable it to coat the edge face of 
a roll of tape. Jonkers is directed to coating webs or strips. Jaffe et al, is directed to 
coating cloth panels or plastic sheets. The Examiner's Answer asserts, *{T}he capability 
of the routineer in the art to configure the apparatus combined by Jonkers and Jaffa et al. 
to- apply coating material to a thicker sheet or web would be no different from the- claimed 
invention ... Id. f page 7, first full paragraph. The test for obviousness is not whether 
"the routineer in the art" would he able to configure a hypothetical apparatus. Rather, the 
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